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A Vintner’s Intellectual Property:

Protecting the Future of a Winery’s Label Through Trademarking

By PHILIP CARTER STROTHER and CHARLES R. SAMUELS

indham Wineey's pecont
nams change w0
“Doukenie” s just one

example of & local Virginia
farm winery fending off unwanted
internstional trademarking seruting In
this particular ease, It came rom a
much largs amdl  deeper-pocketed,
Australian winery with a similsr narmes
Wyndham

As our wine industry continues to
grow. and more vinthers enter the
national and Internatlonal markeds, the
integraty of a winery's label and its
unique design have assumed consider-
able Importanos to the winery osmer In
developing an econombeally viabde loag
term business plan,

Regardless af the st of the win-
ery, all pwners must consider how to
Tabeel and beand thelr wine to s 1t apert
fram others in a cromded fiekl, and, as
the industry expands, they must also be
secure that thelr label 1s protected

For the small Virginia farm winery
this can be difficult beesuse the owners
may not be consldering the long-term
effects of certain business docis:
Although all farm winesles must e
hoaw they will label thedr wine, an owne
may not consides the potential e
skon o nations! and  inter nations!
markeds

This situation can cause difficul
thes in years to omme whaen declsions
abo panding b
ket are co
larger international and out-c
wineries ke Aunstralia’s Wyndham
begin to compede in the Jocal murket.

A personal declsion

The development and sedection of a
labarl 1= not only a creat ive and personal
decision, bat it's alse an importam
strategle business one. In addition w
state and foderal labeling requirements
that mandate strict adherence, owners
should consider how the design decl-

slons would affect their initial and Jong:
term market ing strategy

The gaal should be to choose & dis
tinetive nan: i labee] that conveys the
oaner’s pass ion for making wme, devel
oprs brand identificatbon and s ¢ bl
of e ning a tederally protected trade
mirk

When choosing, keep in mind that,
without protection, others may be ahle
to use the same name and design in
some form. A considerably adverse eco-
nomie impact can occur when a winery
discovers years into operation that it's
prohibited from using its name and
labal because some-
oo else used # flrst.
in  Californis, for
example, this was an
expensive lesson for
two winerles.

The Folie a Deux
Winery  in Napa
Madrana

of EI
Darado County, over
Madronas  use  of
“Mélange de Trojs®

45 a4 brand name
Folw's Inskstenon
that Madrana

infringed on its own
“Menage 4 Trols™
bramd  resulted  in
costly and timecon-
suming  litigation
that could have been
through  the

trademarking
2N

Moreover, protecting one's rights
through trademarks 1s the Nrst step to
ensure that the winery isn’t caught ina
situation in the e wheee croestive
naming and labeling of & new wine
becomes the standard name for that
wine and no Jonger assocksted with a
specine vineyard, on, worse, that & win-
ey must stop using their labed boacase
someane else has the right to i

Southern Inn Restaurant

A Downtoum Lexington Tradition

Since 1932

The prudent vintner will take the
lessom of former trademarks e .
and “trampoline” to heart: Onee &
Mk, not always a trademark
Boeh marks bocame synonymous with
the product type and therefore are now
oo ldered “generie,” causing the comy
panies who awned these marks to lose
any exchisive right to them.

Protecting your name

Reg ing a wademark with the
United o= Patent and Trademark
Ofoe (USPTO) provides many benefits,
Inchuding the exclusive right to use it in

COMIMEToR I connec
tion with the specified
poods or sy . 01y

structive notxoe 1o ath-
ers of a claim of own
ership and nstionwide
protection.

There are four Gite
qorhes Gene
Descriptive,
Sugrestive and
Arbitrary or Fanciml
The ease or diffeulty
with which & chosen
mark, Inclhixding labels
and names, may gualk
1y 1o receive protection
depends on Ms cate
RUE

Onee the owner has
octed A desired

name or label design,
e pext step §s to “clear” the mark. In
ather wards, making sure that no ans
else bs already using it or something so
similar that the new mark coukd be eas
ily confused with the prar one.
Usually a quick “Google®™
USPTO website search will provide &
basic iden if anyone else is already
using the mark. Before fling with the
USPTO though, & more tharough
searvch bs appropreiste to ensure that it's
availabile,

0

ANt the owner 5 comfortable that
no ane else can claim they're using the
mark, or that (s so simllar as to be con
fusing to oonsumers, the wineay must
make two last determinations.

First, the winery must determine
whether the mark runs atoul of any
international treaties anxd 1
it's & drawing, whether it's just w0
glomeratlon of generie plotures reml-
mscent of wine.

In addition, a specific rademark
rule applicable to wineries Is that the
USPTO prahibits registration of o mark
that includes a geographical refereno:
that suggests the wine 1= from a locatlon
other than its arlgin.

An ounce of prevention...

While the trademarking provess
can be complicated, If a winery seeks
appeopriate ke oonnsel and 1s carcful
in developing is label, registering the
mark s relatively painless and It may
be protected fairly easily thereafter
Onoe registered, federally  protected
trademarks last for 10 years and arv
renewable in perpetuity for 10-year
periods.

The selectlon of a winery's busi-
ness idemtity, as refected by its label in
the marketplace, 15 an exciting amxd
Impartant business decision, With care
ful planning and some rescarch, the
design an owner creates will fallow (he
winery and its products far many w
as a creative instrument that fosters
dependable consumer entif

To ensure the long-ter
the owner’s decision, be or she woukd be
prudent 1o protect thelr labels futury
through trademarking now

My Strother s oounsel to many
Virgindg winerles. My Samawels, an asso-
clate with Strother Law Nfices, PIL, is
@ experienced Dusiness aitorney whe
regnlunly povectices i the avew of intelle
toad property and has secured trode
ks fowr Virginda wineri 3

Serving Contemporary American Cuisine
And Offering the Area's Most?
Extensive Wine List

Hours
Monday and Tuesday 5:00 p.m. - 10:00 p.m
Wednesday - Saturday Wam - 10:00p.m

Sunday 11:30a.m - 9:00 p.m

5404633612
Resersations Recommended

37 South Main Street, Lexington

ww wosostherninmcons

George & Sue Ann Huger, Proprictors
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Ye Olde Dominion Wine Shoppe
408 Mill St, Oceoqguan, Va.

Foe Seasceal Hours of Operation
Plesse Visit our Websate or Call Us &
T03.494.1622

“All Virginia Wine”
* Free Wine Tasting Daily
* Every Saturday a visiting winery
* Gift Baskets - Cigars

www.olddominionwine.com —
-
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